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DETAILED ACTION 

Response to Arguments 

1. Applicant's arguments filed 5/20/2003 have been fully considered but they are not 
persuasive. With respect to claim 1, applicant argues on page 10, that the combination of Florin 
& Handelman, do not teach the features recited in the instant claim. Examiner respectfully 
disagrees. First of all, Handelman clearly teaches that e-mail data may be transferred to external 
memory unit 38 for storage; col. 6, lines 23-41 & col. 5, lines 42-45. Examiner asserts that 
processing is broad enough to read on storing and retrieving e-mail data from external memory 
unit 38. The claimed interface reads on the connection between the external memory unit 36 and 
the CATV converter 18. 

Claim 1 goes on to recite, "a memory for storing programming instructions" and "at least 
one microprocessor connected to the memory and the interface for accessing the stored 
interactive programming instructions to produce e-mail based on the stored interactive 
programming instructions". Clearly, Handelman discusses that the CATV converter unit 18 is an 
interactive system, since the user is enabled to at least interactively select faxes, e-mails and 
programming, (col. 3, lines 1-7). Therefore since the CATV converter unit 18 is a computer 
driven system, there is necessarily programming instructions for controlling the various 
interactive operations stored in memory. The CATV converter unit could not operate without 
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them, even though it is not explicitly disclosed where these interactive programming instructions 
are located. 

Furthermore, Handelman discusses that the e-mail data is transmitted/received by various 
components of CATV unit 18, under control of the processor 34 or 156, therefore processor 34 
and 156 read on the operation of a microprocessor; see col. 6, lines 22-50; col. 8, lines 34-67. 

Moreover, Florin explicitly discloses a CPU 63 and system memory 65, which stores 
program instructions for operating the system, which reads on the claimed subject matter; see 
Fig. 2; col. 8, lines 50-55 & col. 10, lines 1-15). 



Claim Rejections - 35 USC §103 



2. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



3. Claims 1-6, 16-21 & 27-40 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Florin, (U.S. Pat # 5,621,46), in view of Handelman, (U.S. Pat # 5,715,3 15). 
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Considering claim 1, the claimed hardware upgrade for enhancing the functionality of a 
set top box STB in a TV delivery system, such that each STB has a mailbox for receiving e-mail, 
Florin discloses an interactive CATV system that enables a subscriber to transmit/receive e-mail 
services at a audio-visual transceiver 54, i.e. STB, see Florin col. 22, lines 20-30. As for the step 
comprising an interface for providing an electrical connection to the STB, whereby the e-mail is 
transferred from the STB for processing and the processed e-mail is passed to the STB for 
display, Florin does not discuss any details of the processing of the e-mail services. 

However, the disclosure of Handelman teaches that e-mail data may be transmitted from 
the CATV interface unit 18 to an external memory unit 38, (Fig. 2; col. 6, lines 24-26). E-mail 
data then may be retrieved from external memory unit 38 passed through the STB and displayed 
on the TV receiver, col. 6, lines 38-45. It would have been obvious for one ordinary skill in the 
art at the time the invention was made to modify Florin with the teachings of Handelman, at least 
for the desirable advantage of making more memory available through the external memory unit. 

The claimed memory for storing interactive programming instructions reads on Florin, 
col. 8, lines 52-55 and is necessarily included in Handelman, which is directed to a CATV 
system that enables subscribers interactivity, (col. 1, lines 25-30; col. 5, lines 40-45 & col. 9, 
lines 15-25). Moreover, Handelman discloses that the processor 34 controls the operation of the 
STB/CATV interface unit 18; see col. 6, lines 34-36. 
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Also the claimed at least one microprocessor connected to the memory and connected to 
the interface for accessing the stored interactive programming and for processing the e-mail to 
produce processed e-mail based on the stored interactive programming instructions reads on the 
operation of the CPU 63 in Florin and the processor 34 and processor 156 of Handelman; see col 
6, lines 34-36 & col. 8, lines 38-67. 

Considering claims 2, 17, 28, 32 & 37, Handelman discloses that video data may be 
transmitted to the CATV unit 18 in MPEG format, which reads on digital video; see col. 6, lines 
15-21. Also Florin discusses the use of digital video at col. 9, lines 35-40. 

Considering claims 3 & 18, since the two known methods for data transmission are serial 
or parallel, Handelman utilizes either technique to transmit the data between the CATV unit 18 
and external memory unit 3 8 . 

Considering claims 4 & 19, the instant claim calls for subscriber input, including textual 
information that is used to produce the processed e-mail for display. Florin & Handelman 
discuss that a remote control is used to select an information display channel or non-CATV data 
display option. Moreover, Handelman teaches that the STB may be connected to a keyboard, 
thereby enabling the input of textual information. 
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Considering claims 5, 20, 30, 33-35 & 38-40, Florin (col. 1 1, lines 29-40; col 23, lines 
60-66; col. 24, lines 1 1-65) & Handelman (col. 1, lines 61-67) disclose interfacing with on-line 
databases, interactive services and message services and using a telephone modem. Thus the 
two-way communication reads on the user communicating with an intermediate CATV headend 
or more central facility. 

Considering claims 6 & 21, the claimed memory for storing the processed e-mail is met 
by the external memory unit 38 or internal memory unit 36 of Handelman; see Fig. 2, whereas 
Florin discuses the well-known utilization of a CPU 63 for controlling the set top box. 

Considering claims 16, 3 1 & 36, the claimed method for enhancing the functionality of a 
STB comprises steps that correspond with subject matter mentioned above in the rejection of 
claim 1, and is likewise treated. As for the additional features recited in claim 36, all subject 
matter is necessarily included in Handelman. 

Considering claim 27, the claimed method steps of providing e-mail service to 
subscribers corresponds with subject matter mentioned above in the rejection of claim 1, and are 
likewise treated. Claim 27 includes the additional limitation of the menu control information 
being generated at an operations center and transmitted to the cable headend before transmission 
to the subscriber. Official Notice is taken that at the time the invention was made, it was known 
in the art to utilize intermediate CATV stations. It would have been obvious for one of ordinary 
skill in the art at the time the invention was made, to operate the combination of Florin & 
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Handelman in a manner wherein data generated at a central location and transmitted to an 
intermediate CATV headend, before transmission to the subscriber, at least for the purpose of 
dispersing the data to a wider range of subscribers, other than those on the range of a particular 
intermediate CATV headend. 

Considering claim 29, the operation of the headend in Handelman reads on the recited 
subject matter. 

4. Claims 7-10, 12-14 & 22-25 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kauffman, (U.S. Pat # 5,003,591), in view of Strubbe, (U.S. Pat # 5,223,924). 

Considering claim 7, the amended claimed advanced STB for use with a TV program 
delivery system comprising memory for storing menu content information reads on Kauffman, 
(Abstract; col. 8, lines 31-33). Kauffman teaches that firmware that implements on-screen 
displays that includes menu information, may be downloaded and stored in memory at the user's 
CATV converter. 

Kauffman also meets the additionally amended claimed feature of the terminal being 
capable of operating with an interactive e-mail service conducted from a cable headend, col 8, 
lines 25-33. 
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As for the claimed receiver for receiving digitally compressed program signals and a 
control information stream, wherein the control information stream comprises a description of 
the contents of the program signals received with the control information stream, Kauffman 
teaches that the CATV converter receives programs signals in fixed length segment format, but 
does not explicitly state that they are received using digital compression, as recited in the claim. 
Nevertheless, Strubbe discloses transmission of program signals (such as TV program 
information) as digital transmission, coL 1, lines 45-65 & col. 2, lines 50-67. It would have been 
obvious for one of ordinary skill in the art at the time the invention was made, to modify 
Kauffman with the teachings of Strubbe, transmitting program signals as compressed digital 
data, at least for the well-known advantage of more efficient transmission of more data. 

Furthermore, since Strubbe (col. 2, lines 50-67) teaches that the program signals (i.e., 
program material) may be transmitted in MPEG, along with data describing the program signals, 
(i.e., program material), the claimed feature of a control information stream comprising a 
description of contents of the program signals is also met by the reference. 

The claimed signal processor connected to the memory and receiver for processing the 
control information stream to produce processed control information, such that the processed 
control information is used to update the stored menu content information, producing updated 
menu content information is met by the on-screen display driver 72 of Kauffman (col. 8, lines 
19-33) & the processor 35 of Strubbe, (col. 4, lines 1-25). 
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The claimed generator connected to the memory for generating messages and menu 
displays using updated menu content information, such that the displays produce subscriber 
options for selection of other menu options and TV programs also reads on the on-screen display 
driver 72 of Kauffman (col. 8, lines 19-33) & the processor 35 of Strubbe, (col. 4, lines 1-25). 

The claimed subscriber interface in communication with the generator for selecting 
messages, menus, TV programs or for entry of subscriber inputs is met by the keyboard 68 of 
Kauffman, (col. 8,lines 7-13). 

As for the claimed tuner for tuning to one of the digitally compressed signals to produce 
a TV program, the combination of Kauffman, (col. 6, lines 43-60) and Strubbe, (col. 3, lines 44- 
50) reads on the claimed feature. 

The further amended claimed feature of memory for storing the interactive programming 
instructions and at least one processor connected to the memory for accessing the stored 
interactive instructions & for executing the stored interactive programming instructions to 
produce interactive signals that include e-mail, reads on the operation of the microprocessor 50 
in Kauffman, see (col. 7, lines 5-25 & col. 8, lines 25-33). 

Considering claims 8, 13 & 23, Strubbe teaches that programs signals may be transmitted 
in MPEG format, which reads on digital video. 
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Considering claims 9 & 24, the second processor for processing the TV programs is 
broad enough to read on the descrambler 70 of Kauffman, (col. 8, lines 12-19) & the PEP circuit 
30 of Strubbe. 

Considering claims 10 & 25, Kauffman teaches that the subscriber is enabled to send e- 
mail messages, which reads on the claimed subject matter, col. 8, lines 26-3 1. 

Considering claim 12, the claimed system to provide subscriber e-mail services with a 
remotely located computer system using a series of individual menus corresponds with subject 
matter mentioned above in the rejection of claim 7, and is likewise treated. As for the 
additionally claimed operations center generating menu control information in digitally 
compressed form, transmitting the menu control information and cable headend for receiving and 
transmitting menu control information to at least one terminal, the claimed feature is met by the 
combination of Kauffman & Strubbe. 

Kauffman teaches that firmware, which may include menu control information may be 
created at a Firmware Development System 16, which may or may not be located at the CATV 
headend, col. 5, lines 8-25. As pointed out in the rejection of claim 7, Strubbe teaches 
transmission of the data to subscribers in a digitally compressed format. 

Considering claim 14, the cable headend of Kauffman necessary includes a controller for 
controlling eOmail services. 
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Considering claim 22, the claimed method for using an advanced STB with a TV delivery 
system, comprises steps that correspond with subject matter mentioned above in the rejection of 
claims 7, and is likewise treated. 

5. Claims 11, 15 & 26 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kauffman & Strubbe, in view of Remillard, (U.S. Pat # 5,561,709). 

Considering claims 1 1 & 15, Kauffman teaches receiving e-mail service but does not 
disclose the use of a telephone modem for accessing additional networks. However, Remillard 
teaches using a modem to access a variety of services for a subscriber, including e-mail service; 
see col. 4, lines 40-55 & col 6, lines 15-65. It would have been obvious for one of ordinary skill 
in the art at the time the invention was made, to modify Kauffman with the known feature of a 
modem, for the desirable benefit of providing the subscriber with a wider range of services, as 
taught by Remillard, (col. 1, lines 54-67). 
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Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

A) Wachob Teaches transmission of video data in video format. 



7. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1. 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1. 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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Any response to this action should be mailed to: 



Commissioner of Patents and Trademarks 
Washington, DC. 20231 



or faxed to: 

(703) 872-9314, (for formal communications intended for entry) 
Or: 

(703) 872-9314 (for informal or draft communications, please label 
"PROPOSED" or "DRAFT") 

Hand-delivered responses should be brought to Crystal Park II, 2121 Crystal Drive, 
Arlington. VA., Sixth Floor (Receptionist). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Reuben M. Brown whose telephone number is (703) 305-2399. 
The examiner can normally be reached on M-F (8:30-6:00), First Friday off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew I. Faile can be reached on (703) 305-4380. The fax phone numbers for the 
organization where this application or proceeding is assigned is (703) 872-93 14 for regular 
communications and After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 305-4700. 



Reuben M. Brown 




ANDREW FAILE 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2600 



